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1 . Claims 1 to 12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It is unclear what is embraced by the instant claims. 

First it is unclear what weight and limitation is to be given to the term "layered". 
As currently read the instant claims are simply drawn to a siloxane polymer. 

In addition, the formula shown in claim 1 is indefinite and seems to be structurally 
incorrect. As is known in the art, an Si atom in a siloxane normally has 4 bonds. This 
formula allows for "1 + 1 .5x + .5z" bonds. It is unclear what this means. In addition, 
since z is defined only as greater than 0, it appears that there can be an infinite, or more 
realistically, a large number of L atoms. This too is confusing. 

Take, for instance, the scenario where "x" is 1 and "z" is 10. Such a formula 
would then be as follows: 

RSii+i02+i.5+5Lio or RSi208.sl-io 

Such a structure is not appear to be possible or, at the least, is quite confusing. 
It is also unclear if L is bonded to the O or Si atom. Clarification is required. 

In addition, limiting "m" to 2 to 200 does not appear to carry any weight on the 
total size or molecular weight of the siloxane since there is no upper limit on "z" and "L" 
can be Si. There is no limitation on substituent groups on this Si atom. 

In claim 2, it is confusing and seemingly contradictory to the definition of 
"thermoplastic" to include siloxanes that are liquid at room temperature. A thermoplastic 
substance will soften when heated and hardens or firms upon cooling. A siloxane that 
is liquid at room temperature will not "soften", nor will it "firm" or "harden" as is cools. 
The Examiner notes that the prior art generally refers to siloxanes as being in a liquid or 
thermoplastic state, not both. 1 

In claim 10, it is unclear what "A compact, shaped using the..." means. 



1 See 2,486,162, column 3, lines 29 to 33; 2,676,182, column 2, line 6. 
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2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 to 6, 9 to 12, 14 and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hyde. 

Since it is unclear what is embraced by the formula in claim 1 , as noted above, 
the Examiner will base this rejection on limitations resulting from the process by which 
the claimed siloxane is made. 

Hyde teaches organosiloxanes that are liquids or thermoplastic resins. See col- 
umn 3, lines 29 to 32. See for instance Example 2 in which a alkyl silane (meeting that 
in claim 4) and an alkoxysilane (meeting that in claim 5) are reacted with water and an 
acidic catalyst. This meets the claimed method of making the siloxane as found in 
claims 4 to 6. Since the processes are the same, it follows that the final products will be 
the same as well. Identical processes cannot result in different products. In this manner 
it follows that the products of claims 1 to 3 are anticipated by Hyde as well. Since Hyde 
discloses that the product can be liquid, it follows that it will have a melting temperature 
within the range of claim 2. Additionally, since products of identical composition cannot 
have different products, it follows that the products of Hyde will inherently decompose at 
a temperature greater than 300°C. 

For claims 9 to 12, note that Hyde coats glass with the siloxane resin prepared in 
Example 2. For claims 14 and 15, note that all that is required by these claims is the 
siloxane per se. As such these claims are met by Hyde. 
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5. Claims 1 to 4, 6 and 9 to 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Walmsley. 

Walmsley teaches producing siloxane compounds that embrace thermoplastic 
and oily siloxanes. See column 2, lines 61 and on. This method comprises hydrolyzing 
an alkyl silane in a process meeting instant claim 4 and using a catalyst meeting claim 

6. See for instance Example 15 which prepares a liquid siloxane. This will have a melt- 
ing point within the claimed range. Since Walmsley also teaches various siloxanes that 
have melting points near 300°C (such as Example 8) they will obviously have to decom- 
pose at a temperature of greater than this. 

For claims 9 to 1 5, see column 9 which teaches various uses for these polymers, 
including surface coatings and film formation. In addition, line 57 teaches that fillers can 
be added thereto. This meets the requirement of claim 13. 

6. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Walmsley. 

While this reference teaches using ammonium compounds as a catalyst 
(generally on column 4, lines 1 1 to 27) it does not specifically teach the amount as 
claimed. Please see Example 14 which uses an ammonium catalyst in an amount of 
approximately 7 wt%. 

On one hand, a prima facie case of obviousness exists where the claimed ranges 
and prior art ranges do not overlap but are close enough that one skilled in the art would 
have expected them to have the same properties. In the instant application, one would 
have expected these amounts to have comparable properties since in both instances 
the ammonium compound is present in a catalytic amount. 

On the other hand, adjusting the amount of catalyst in an effort to determine the 
operable and/or optimum amount would have been well within the skill of the ordinary 
artisan. Generally, differences in concentration or temperature will not support the 



Application/Control Number: 10/526,395 Page 5 

Art Unit: 1712 

patentability of subject matter encompassed by the prior art unless there is evidence 
indicating such concentration or temperature is critical. 

With regard to the temperature limitations, note that the prior art conducts the 
polymerization under reflux. 

7. The Examiner cites various references as being of general interest. Daudt et al. 
teach a method of making thermoplastic siloxane resins. While the resins appear to be 
the same as that in instant claim 1 , the are made by a different process. The Examiner 
has not cited this reference against the claims as it is no closer to the claims than the 
references that are cited above. WO 01/32760 teaches the polymerization of TEOS 
and an octadecylsilane (the silane shown by applicants in their working examples). See 
page 12. Nogami et al. and Zhong et al. also prepare siloxanes by the polymerization of 
TEOS and an octadecylsilane. These references also are no closer to the claims as 
those cited supra. The Examiner did not apply them against the claims at this time to 
avoid redundancy. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 

272- 1090. The examiner can normally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 57.1-272-1000. a * j 
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5/23/07 



